0 





UNITED STATWDEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



APPUCATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 



09/760 , 3S6 



01/12/01 



AYALA 



QM32/0917 

AD AN AYALA, ESQ, 

THE BLACK g< DECKER CORPORATION 
701 EAST JOPPA ROAD 
TOWSON MD 21286 



A 




TN-1074-C 


EXAMINER 


BRAY, 


W 




ART UNIT 


PAPER NUMBER 


372S 




1, 



DATE MAILED: 



09/17/01 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarks 



PTO-90C (Rev. 2/95) 
'U.S. GPO: 2000-473-000/44602 



1- File Copy 



Office Action Summary 



Application No. 
09/760,385 



Applicant(s) 

Ayala, et al 



Examiner 

W. Donald Bray 



Art Unit 

3725 




- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE Three MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

!)□ Responsive to comnnunication(s) filed on ■ 

2a) □ This action is FINAL. 2b) K This action is non-final. 

3) n Since this application is in condition for allowance except for fornnal matters, prosecution as to the nnerits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1-20 is/are pending in the application. 

4a) Of the above, clainn(s) is/are withdrawn from consideration. 

5) □ Claim(s) "s/are allowed. 

6) K Claim(s) 7-20 is/are rejected. 

7) 0 Claim(s) "s/are objected to. 

8) □ Claims are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on Is/are objected to by the Examiner. 

1 1 )□ The proposed drawing correction filed on is: alD approved blD disapproved. 

1 2) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) n Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
ajD All b)0 Some* c)^ None of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14)0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

1 51 ^ Notice of References Cited (PTO-892) 18) □ Interview Sumniarv (PTO-41 3) Paper No{s). 



16) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 19) O Notice of Informal Patent Application {PTO-1 52) 

17) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s), 20) □ Other: 
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Claim 1-20 are in this application. 

This application currently names joint inventors, hi considering patentability of the claims 

under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 

commonly owned at the time any inventions covered therein were made absent any evidence to 

the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 

and invention dates of each claim that was not commonly owned at the time a later invention was 

made in order for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 

U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

A rejection based on double patenting of the "same invention" type finds its support in the 
language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and useful 
process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same invention," 
in this context, means an invention drawn to identical subject matter. See Miller v. Eagle Mfg. 
Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by canceling 
or amending the conflicting claims so they are no longer coextensive in scope. The filing of a 
terminal disclaimer cannot overcome a double patenting rejection based upon 35 U.S.C. 101 . 

Claims 1-20 are rejected under 35 U.S.C. 101 as claiming the same invention as that of 
claims 1-20 of prior U.S. Patent No. 5,988,243. This is a double patenting rejection. 

Any inquiry concerning the content of this communication or earlier communications from 
the examiner should be directed to W. Donald Bray whose telephone number is (703) 308-1871. 
The examiner can normally be reached on Monday through Friday from 8:30AM to 3:00PM. 
Any inquiries concerning other than the content of this and previous communications, such as 
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missing references or filed papers not acknowledged, should be directed to the Customer Service 
Representative, Tech Center 3700, (703) 308-1412. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Alan Ostrager, can be reached on (703) 308-3136. The fax phone number for this Group is (703) 
305-3579. 

In order to reduce pendency and avoid potential delays. Group 3720 is encouraging 
FAXing of responses to Office Actions directly into the Group at (703) 305-3579. This practice 
may be used for filing papers not requiring a fee. It may also be used for filing papers v^hich 
require a fee by applicants v^ho authorize charges to a PTO deposit account. Please identify 
Examiner charges to a PTO deposit account. Please identify Examiner Bray of Art Unit 3725 at 
the top of your cover sheet. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group recepfionist whose telephone number is (703) 308-1 148. 



W. Donald Bray:lf 
August 24, 2001 
September 9, 2001 




